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This letter is in response to the Request for Reconsideration under 35 USC 1.144, 
filed 17 July 2005 of a petition which was denied on 15 April 2005. 



The previous petition decision summarizes the prosecution history up to 15 April 
2005. A final Office action was mailed 1 1 May 2005, in which all claims were rejected. 
This request for reconsideration was filed on 17 June 2005. 



The application, file history, petition filed 22 July 2004, the decision and the 
renewed request review and withdrawal of the final restriction requirement have been 
considered. 

Applicants point to five issues of concern. 

(1) Could peptides longer than 90 amino acids have been generated in high 
yield and purity by synthesis techniques available at the time of filing the 
application? 

Initially, it is noted that the concern as raised by the renewed petition is not in 
keeping with the guidance in Chapter 800 with regard to distinction between related 
inventions and is not commensurate in scope with the inventions as claimed. 

. The principals for distinction between related inventions are summarized in 
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In passing upon questions of double patenting and restriction, it is the 
claimed subject matter that is considered and such claimed subject matter must be 
compared in order to determine the question of distinctness or independence. 

This concern bout chemical synthesis is apparently posed with regard to one of 
the grounds for distinction between the DNA and protein inventions in the restriction 
requirement. The Examiner asserted that the DNA and protein were patentably distinct 
because, among other reasons, the protein, as claimed, does not require the nucleic acid 
invention, as claimed, for its synthesis. Applicant's arguments concerning the high yield 
and purity are not persuasive. The claims recite a product requiring only an individual 
molecule. The claims are not directed to a process which requiring a high yield or a 
composition which has obtained any particular degree of purity. 

(2) Is there a natural source of the claimed proteins and nucleic acids? 

The second concern is not persuasive as it is also not commensurate in scope with 
the claims, as amended. The claimed invention set forth in independent claim 1 now 
requires that the invention is limited to non-naturally occurring zinc finger proteins. 

(3) Could one skilled in the art have recognized, as of the filing date, that a 
nucleic acid encoding a non-naturally occurring protein could have been used in a 
hybridization assay? 

The third concern questions the additional use for the DNA molecules beyond that 
of encoding the protein. Certainly the DNA encoding the zinc finger protein could be 
used to in a hybridization assay to screen for nucleic acid molecules which are similar in 
sequence or to confirm identity of the cells which produce the zinc finger protein. 
Additionally, the nucleic acid molecules may be used in a screening as a negative control. 
It is noted that the outcome of a screening assay is information and negative results 
obtained from a screening method are as valid an outcome as a positive result. 

(4) Concern about double patenting issues will be addressed below after item (5). 

(5) Concern that structure is being confused with sequences, with respect to 
election of species practice under MPEP 803.02. 

When species are claimed, the species, as claimed are reviewed for restriction or 
election of species practice under 803.02. The zinc finger binding proteins may be 
eligible for election of species practice if the zinc finger binding proteins, as claimed, 
shared a substantial structural feature which was disclosed as being essential to a 
common utility. The zinc finger binding proteins, as claimed, do not pass this test. What 
"structure" is required by all the claimed zinc finger proteins? 

The claims under consideration describe the invention in terms of sequence and 
function. The claims do not require any specific structure. A review of the 66-page 
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specification and the drawings fails to identify any crystal structure analysis or other 
information concerning the structure of the zinc finger binding proteins. The structural 
data in the specification is apparently directed to the target to which the claimed 
invention binds and not to the claimed zinc finger binding proteins. 

Furthermore, it is not clear that the zinc finger binding proteins can be substituted 
one for another to get the same effect. It is not clear that one common utility is required 
for all of the zinc finger binding proteins. Each protein, as claimed, appears to be 
specific for one set of three trimer sequences. A protein which binds to DNA containing 
one set of trimers is not required by the claims to bind to a DNA molecule containing a 
different set of trimers. 

(4) Clarification required for why the double patenting issues are of a 
concern for rejoinder of the DNA and protein inventions in this applications. 

The Office is bound by 35 USC 101 to issue only one patent for one invention. If 
plural patent applications read upon the same invention, a terminal disclaimer may be 
require. 

However, if multiple applications arose from a restriction requirement and the 
Office withdraws the restriction requirement before the patent issues, the Office is 
prohibited from making a double patenting rejection. See MPEP 804.01 (E). 

Applicants' attention is again directed to allowable application number 
10/006,069, commonly assigned to the same assignee as with the instant application and 
also by the inventor Qiang Liu. Application number 10/006,069 contains allowable claim 
99 which is directed to a purified nucleic acid encoding a polypeptide comprising a zinc 
finger protein that comprises SEQ ID Nos 55, 247 and 68. It is noted that SEQ ID Nos 
55, 247 and 68 of 10/006,069 are identical to the elected sequences DRSNLTR, 
TSGHLSR and RSDHLSR of 09/989,994. It is noted that the restriction requirements in 
both applications are comparable with respect to separation of the nucleic acid and 
protein inventions. 

Applicant has paid the issue fee in 10/006,069 without petitioning the validity of 
the restriction requirement between protein and DNA inventions. In view of the 
restriction requirement between DNA and protein inventions of 10/006,069, Applicant 
have a right to file a divisional application "B" to pursue the non-elected DNA invention 
and the Office would be prohibited from making a double patenting rejection in 
application "B" over the protein invention in 10/006,069. 

Because the allowable claims in the above referenced co-assigned application are 
to the purified nucleic acid encoding the elected zinc finger protein, now pending in the 
instant application, the rejoining of nucleic acid claims to the elected polypeptide group 
would create confusion and conflict with the restriction requirement set forth in 
10/006,069, which also separates the nucleic acid and protein inventions and which 
applicants have accepted without petition. The Office will not issue two patents 
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containing claims to the same invention. Moreover, the Office cannot make a double 
patenting rejection among inventions which were claimed in separate applications as a 
result of a restriction requirement. 

37CFR 1.78 states: 

(b) Where two or more applications filed by the same applicant contain 
conflicting claims, elimination of such claims from all but one application may be 
required in the absence of good and sufficient reason for their retention during 
pendency in more than one application. 

It appears that the requests made in this petition are counter to the requirement of 
37 CFR 1 .78(b). The burden is upon applicant to maintain a clear line of distinction 
between inventions in different applications. Thus maintenance of the restriction 
requirement between proteins and nucleic acids in this particular application, is proper 
and consistent in view of the restriction requirement set forth and accepted by applicants 
in the related application. Applicants have not provided good and sufficient reason why 
DNA and protein claims should be rejoined in one application and yet divided by a 
restriction requirement in the other application. 

DECISION 

For these reasons, the renewed petition to request withdraw of the restriction requirement 
is DENIED 

Any request for consideration must be filed within two (2) months of the mailing date of 
this decision. 

Applicants remain under obligation to reply to the final Office action mailed 1 1 May 
2005 with in the response time specified therein. 

Should there be any questions regarding this decision, please contact Special Program 
Examiner Julie Burke, by mail addressed to Director, Technology Center 1600, PO BOX 
1450, ALEXANDRIA, VA 22313-1450, or by telephone at (571) 272-1600 or by Official 
Fax at 703-872-9306. 




Bruce Kisliuk 

Director, Technology Center 1600. 
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